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DETAILED ACTION 

Status of Claims 

1 . In applicant's reply filed on 3/3/08, applicant amended claims 1 , 2, 4-7. Claims 3, 
and 8-20 are cancelled. Claims 1 , 2, and 4-7 are pending and are under examination. 

Response to Amendment 

2. Applicant should note that step (h) in claim 1 should have been underlined to 
indicate that such claim language was newly added to this claim. 

Claim Rejections - 35 USC §112 

3. The rejection of claim 5 under 35 U.S.C. 1 1 2, second paragraph, withdrawn. 

Prior art rejections 

4. The prior rejections Uematsu, Bienhaus, Acuff, Fujishiro, and Mochido are 
withdrawn in light of applicant's amendments. New rejections follow. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 and 4-7 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Fujishiro et al. ("Fujishiro," US 5645723). 

Fujishiro teaches a process for isolating a purified biological material comprising 
the following steps: a) placing biological materials in separate lysis vessels of a lysis 
unit comprising two or several lysis vessels in a predetermined geometric arrangement, 
b) adding lysis liquids to the biological materials in the lysis vessels, c) transferring the 
liquids in the lysis vessels into a matrix unit containing matrix vessels with outlet 
openings whose number corresponds to the number of lysis vessels and a matrix is 
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located in each of the matrix vessels to which the biological material to be purified 
binds, d) extracting the liquids in the matrix vessels through the outlet openings during 
which the liquids flow through the matrices, e) placing the matrix unit on a collecting unit 
with collecting vessels which are arranged such that at least the outlet openings of the 
matrix vessels extend into the collecting vessels, f) filling the matrix vessels with elution 
fluid, g) extracting the elution fluids from the matrix vessels through their outlet openings 
during which the elution fluids flow through the matrices and the elution fluids which are 
enriched with biological material are collected in the collecting vessels; and (h) closing 
the collecting unit with a closure unit. (i.e. figs. 2-8, column 2, line 58 to column 8, line 
48). 

Fujishiro further teaches that the biological materials are added to the lysis 
vessels by only opening the lysis vessel into which material is to be added and the caps 
of the other lysis vessels of the lysis unit are closed and the caps of the matrix unit are 
in the leaned-to position before addition of the lysis liquids (i.e. p. fig. 7, col. 4, lines 20- 
46). 

Fujishiro further teaches a process as comprising the steps: a) storing data which 
identify a biological sample, b) allocating the data relating to the biological sample to 
data which identify the lysis unit as well as the position of the lysis vessel within the lysis 
unit into which the sample is added, c) allocating data which identify the matrix unit into 
which the lysis liquids are added to data which identify the lysis unit, d) allocating data 
which identify the collecting unit in which the elution liquid from the matrix unit is 
collected; and the liquids are transferred from the lysis unit into the matrix unit by 
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removing liquid from a lysis vessel and adding it to the matrix vessel of the matrix unit 
that is in a corresponding position, (i.e. figs. 2-8, column 2, line 58 to column 8, line 48). 
Claim Rejections - 35 USC § 103 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. Claims 1, 2, and 4-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bienhaus et al. ("Bienhaus," WO 96/31781, translated by www.worldiingo.com ) in 
view of Fujishiro. 

Bienhaus teaches a process for isolating a purified biological material comprising 
the following steps: a) placing biological materials in separate lysis vessels of a lysis 
unit comprising two or several lysis vessels in a predetermined geometric arrangement, 
b) adding lysis liquids to the biological materials in the lysis vessels, c) transferring the 
liquids in the lysis vessels into a matrix unit containing matrix vessels with outlet 
openings whose number corresponds to the number of lysis vessels and a matrix is 
located in each of the matrix vessels to which the biological material to be purified 
binds, d) extracting the liquids in the matrix vessels through the outlet openings during 
which the liquids flow through the matrices, e) placing the matrix unit on a collecting unit 
with collecting vessels which are arranged such that at least the outlet openings of the 
matrix vessels extend into the collecting vessels, f) filling the matrix vessels with elution 
fluid, g) extracting the elution fluids from the matrix vessels through their outlet openings 
during which the elution fluids flow through the matrices and the elution fluids which are 



Application/Control Number: 10/694,136 Page 5 

Art Unit: 1797 

enriched with biological material are collected in the collecting vessels; and (h) closing 
the collecting unit with a closure unit. (i.e. p. 6-8 of translation). 

Bienhaus further teaches that the liquids in the matrix vessels are extracted by 
centrifugation and that the biological materials are added to the lysis vessels by only 
opening the lysis vessel into which material is to be added and the caps of the other 
lysis vessels of the lysis unit are closed, (i.e. p. 6-8 of translation). 

Bienhaus further teaches a process as comprising the steps: a) storing data 
which identify a biological sample, b) allocating the data relating to the biological sample 
to data which identify the lysis unit as well as the position of the lysis vessel within the 
lysis unit into which the sample is added, c) allocating data which identify the matrix unit 
into which the lysis liquids are added to data which identify the lysis unit, d) allocating 
data which identify the collecting unit in which the elution liquid from the matrix unit is 
collected; and the liquids are transferred from the lysis unit into the matrix unit by 
removing liquid from a lysis vessel and adding it to the matrix vessel of the matrix unit 
that is in a corresponding position, (i.e. p. 6-8 of translation). 

As to claim 5, Bienhaus does not specifically teach that the caps of the matrix 
unit are in the leaned-to position before addition of the lysis liquids. 

The teachings of Fujishiro are indicated above. It would have been obvious to a 
person of ordinary skill in the art to modify Bienhaus by having caps in a leaned-to 
position because it would beneficial to have a cap that is directly next to the vessel to 
allow the user to easily and quickly cover the vessels to prevent contamination. 
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Response to Arguments 

8. Applicant's arguments, see p. 4-7, filed 3/3/08, with respect to the rejection(s) of 
claim(s) 1-7 under Uematsu, Acuff, and Mochido have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, new ground(s) of rejection is made in view of Fujishiro and Bienhaus. 

9. Applicant's arguments with respect to claims 1 , 2, and 4-7, with regard to the 
rejections by Fujishiro and Bienhaus have been considered but are moot in view of the 
new ground(s) of rejection. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LORE RAM I LLANO whose telephone number is (571) 
272-7420. The examiner can normally be reached on Mon. to Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571) 272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-7420. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jill Warden/ Lore Ramillano 

Supervisory Patent Examiner, Art Unit 1797 Examiner 

Art Unit 1797 



